Remarks 

The Applicants have anu ci till ■ >ond with he title in the English translation 

of the specification. The Applicants have also amended the specification to place it into better form 
for allowance. Entry into the official file is respectfully requested. 

I'he Applicants con rm their earlier election < ait s23 38 and 44 11k \ppbc; its have 
accordingly cancelled Claims 39 - 43 and 45 - 47 without prejudice and without disclaimer of the 
subject matter therein. The Applicants specifically reserve the right to tile one or more divisional 
applic; lirects heel er of those claims. 

Claim 23 has been amended to include the sub; eel matter of Claim 24. Therefore, Claim 24 
has been cancelled. Claim 23 has farther been amended io clarify that ihe chromium-free film on the 
plating layer comprises three separate components, namely 1) at least one metal selected from the 
group consisting of AT Mg and Zn: 2) a tetravalent vanadium compound; and 3) a phosphoric acid 
"i" > n r\ >ri v. i , j to Ciai 2 n << the « e is a! spe u 1 ly requested 

Claim 44 stands objected to as failing to differentiate between elements by line indentation. 
fheApplican ve cordingh rittc > 4 to include such > I in entam The 
Aophoants h u t "1 e . u,n tv 41 u ut, C o Jam r- mti , ^ < i t , 
components mentioned above. Withdrawal of the objection is respectfully requested. 

Claims 23 - 24, 26 - 30 and 33-35 stand rejected under 35 C SC § 1 02 as being anticipated 
by Yoshimi. The Applicants note with appreciation the Examiner's detailed comments 
hyp etiealh >pl g > s st s ns he Applicants i > n 'n-'^s etpectmlh 

submit that Yoshimi is inapplicable for the reasons set forth below. 

The Applicants have amended Claim 23 to clarify the composition of the chromium-free 
film. That film comprises 1 ) at least one metal selected from the group consisting of Al, Mgand Zn; 
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2) a tetravalent. vanadium eonmoimd; and 3) a phosphoric acid group. The Applicants respectfully 
submit that Yoshimi fails to disclose the m a vanadium compound which is a required 

element in the film. The tetravalent vanadium is not optional and is not part of the Markush group. 
Thus, the Applicants respectfully submit that Yoshimi lads to explicitly or implicitly disclose ail of 
the elements set forth in independent Claim 23. Withdrawal of the rejection is respectfully 
requested. 

Claims 25 and 44 s id reject*, m e ;c SC § ? over the hypotheti Icot ibi lation oi 
Sako with Yoshimi. The Applicants note that Sako, namely JP 2001 181860. corresponds to CA 
2,396.041. a convenience copy of which is enclosed. (A machine translation of Sako is also 
er Uosed > The \pphwus lote v\ th app ec he !> et V v eiaikd< i r i. vpotbetmaii 
applying the combination against Claims 25 and 44. However, the Applicants respectfully submit 
that one skilled in the art would not make the combination and, in .any event, the combination would 
not result in the subject matter of Claims 25 and 44. Reasons are set forth below. 

Yoshimi discloses a variety of embodiments that typically include a steel layer, a zinc or 
aluminum plating layer, an oxide coating with a phosphoric acid component and an organic coating. 
There are several variations on this basic arrangement. However, the final layer is typically an 
org; i i coating ayer which hs different from the oxide coating layer wi phosp nc acid 

The rejection frankly acknowledges that Yoshimi does not teach the inclusion of vanadium in 
either the oxide coating or the second coating. Thus, the rejection turns to Sako to cure that 
deficiency and for the proposition that it would be obvious to include the vanadium in the second 
layer of Yoshimi which likewise includes a resin and a metallic compound. The Applicants 
respectfully submit, however, that there arc a number of problems with tins combination. The first 
problem lies with the tact that a wide variety of metals are disclosed in Sako as being "essential." 
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Those incus n as well as oarcpniimi, titanium molybde nganese and 

serium. Moreover, of the vanadium compounds, the vanadium compounds can be selected from 
valences of 3, 4 and 5. Thus, one skilled m the art would first be faced with the choice of selecting 
from such a wide variety and identifying the tetravaient vanadium compounds as die compound that 
is effective. 

The Applicants respectfully submit that there is no meti vation provided to th< s?e skilled in the 
art to pick tctravalent vanadium compounds out of those available as those disclosed in Sako for 
combination in Yoshimi. In that regard, it must be remembered that there should be disclosure in 
both Yoshimi and Sako that would motivate one .skilled in die ait to modify the Yoshimi coated steel 
sheets and that there wool; \ ie advantage gained by so doing, '1 iere does not appear to be such 
an advantage to pluck one of the number of metals from Sako and hypotheiieally import them into 
YosMmi, Thus, the rejection should tail on this basis alone. 

Moreover, in Sako, either trivalent or ietravaleni vanadium can be added, to the agent In the Sako 
examples, however, only b4( vanadium oxy acetylacetonate) in paragraph [0051] of the machine 
translation corresponds to tetravalem vanadium and Examples 15 and 16 (Table 2) employ that 
vanadium oxy acetylacetonate. Hqwever, since Example 16 contains (e) (reducing agent in 
paragraph [0053]), tetravaient vanadium is reduced after mixing with the reducing agent. In a 
similar way. tetravaient vanadium in Example 15 is also reduced by the hydroxy! (OH) group 

contained in a5 (see Table 1 ©), because OH croup functions as a reducing agent as described in 

paragraph [0027] . As a result, Sako does not consider the vanadium valence after mixing with the 
reducing agent at all 

However dieit a far more vompv g i m a must fail. 
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I« particular, the reje s that it -would be obvious to include \ m ladium in the second layer of 

Yoshimi which includes a resin and a metallic compound. The resin in Yoshimi is in the organic 
coating and is not in the oxide coating together with the phosphoric acid component. Thus,, to the 
extent that Yoshimi can be applied to the various layers recited by the Applicants, the Applicants' 
film including at least one metal sc.. £ s he group consisting of Ah Mg and Zn, a tetravalent 
vanadium compound and a phosphoric acid group would be comparable to the oxide coating of 
Yoshimi. That is because the oxide coating of Yoshimi has a phosphoric acid component which is 
similar to that in the Applicants' claimed film and the oxide coating is typically formed from Mg, 
ZmFrandBa in Yoshimi. There is at least some degree of overlap with the Applicants' claimed Al, 
MgandZn. Thn t eauih glemfromtl s Yoshimi that the 

Yoshimi oxide coating is most similar to the Applicants' claimed chromi urn-free film, 'this is 
pafticulaiiy true given the fact that the Applicants* claimed plating layer is overtly similar to the Zn 
or Ai plating layer of Yoshimi, 

What does this mean? This means that if one skilled in the art were to look to Sako and 
hypothetic a Sly pluck tetravalent vanadium compounds from Sako (despite the lack of teachings to do 
so) and import them into Yoshimi, one skilled in the art would import those compounds into the 
organic coating of Yoshimi and not the oxide coating. This is particularly true given the 
acknowledgement in the rejection that the vanadium would be included in the Yoshimi layer feat 
likewise includes a resin and a metallic compound. 

The Applicants therefore respectfully submit that if one skilled in the art were to 
hypothetic-ally take the tetravalent vanadium from Sako and import that tetravalent vanadium into 
Yoshimi, such importation would be included in the organic coating and not the oxide coating of 
Yoshimi. That would mean that one skilled in the art would need to add a further layer to the 
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applicants ' claimed < i < t 1 im-treefilm. One skilled in 

the art would not import the tetravalenl vanadium into the oxide coating of Yoshirni (the Applicants' 
chromium-free film) because, as acknowledged in the rejection, the vanadium from Sako would be 
taken from an organic layer including a metallic compound and logically added to a similar organic 
c g which is lire j t by Yo belt v\ out the vanadium per se 

The Applicants therefore respectfully submit that even if one skilled in the art were to make 
w o v i m.u es n\ouldaddanoc< %<_ .. \~>p] ~il 

ahead ctahnei eel s e< Ai aver and chromium-free : film combination and not add the 
ietravalent vanadium into the chromium-free film. Thus, the combination would result in subject 
matter completely different from that of Claims 25 and 44. Withdrawal of the rejection is 
respectfully requested. 

Claims 31- 32 and 36 - 3? stand rejected under 35 USC § 1 02 or alternatively under 35 USC 
§ 103 over Yoshimi. The Applicants again note with appreciation the Examiner's detailed comments 
hypothetical ly applying Yoshimi against Claims 31 - 32 and 36™ 37. The Applicants respectfully 
submit, however, that Yoshimi fails to explicitly or implicitly disclose a chromium-free film 
comprising, among other things, a tetravaient vanadium compound. Withdrawal of the rejection is 
accordingly respectfully requested. 

Claims 31 - 32 and 36 - 37 stand rejected under 35 USC §103 over the hypothetical 
conhmat mui ^ un tn wit Yoshimi i i. \< < 1 >n 1. i * .uw\ n net t 

detailed cot ts h> thetically app ig the comblnati i nst tl e claims he Applicants 
nonetheless respect full> submit that one ski lied in the art would simply not make this combination. 
Reasons are set forth below. 

The Applicants respectfully submit that one skilled in the art would not look to Yamaji. In 
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a<u tk ^ n voifcationtsrtplUi, ) id ^]M t <- + o 

the continuously im s t straints vhici n< lo ge m <e the use > films 

containing .chromium, essentially in any form, environmentally acceptable. It is an essential part of 
Yamaji that the film contains chromium, among other things. Thus, the Applicants respectfully 
submit that one skilled in the art would not look to Yamaji. 

In any event, however, the Applicants respectfully submit that the hypothetical combination 
would still fail to disclose, teach or suggest the Applicants' chromium-free film which includes, 
among other things, a tetravalem vanadium compound. Withdrawal of the rejection is respectfully 
requested. 

Claim 38 stands rejected under 35 USC§ 103 -over the hypothetical combination of Lee with 
Yoshhni The Applicants respectfully submit that Lee fails to cure the deficiencies set forth, above 
with respect to Yoshimi concerning the claimed chromium-free film containing, among other things, 
a tetravalem vanadium compound. Withdrawal of the rejection is respectfully requested. 

In light of the foregoing, the Applicants respectfully submit that the entire application is now 
in condition for allowance, which is respectfully requested. 



Respectfully submitted. 




T. Daniel Christenbury 
Reg. No. 31,750 
Attorney for Applicants 
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